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•- The MAILING DATE of this communication appears on the cover sheet witti the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a}. |n no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )EI Responsive to communication(s) filed on 02 January 2004 . 
2a)n This action is FINAL. 2b)[3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) li9.ancLliil9 is/are rejected. 

7) 13 Claim(s) 10 and 20 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date, . 

3) □ Infomiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infonnal Patent Application (PTO-152) 

Paper No(s)/Mail Date . * 6) □ Other: . 
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Claim Rejections ■ 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 12-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the . 
invention. None of the subject matter recited herein is Expressly supported by the 
Specification. Further, it cannot be ascertain which type of correlation is being 
performed in the Examples section. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3-6, 12-14, and 16-17 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention: In each of claims 3-6 and 16- 
17 a "said" polyester resin is recited. However, the method/products recited by claims 1 
and 15 feature two polyester resins hence it cannot be ascertained which resin is being 
referred to by "said" polyester. Correction is required. 

As for claims 12-14, it is not clear what ratio is alluded to. The Examiner can 
conceive of three different meanings: (i) the weight ratio of the first and second 
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polyesters, or (ii) the weight ratio of the polyester to hydroxyalkylamide, or both. 
Clarification is required. Also, it is difficult to ascertain what precisely is meant by the 
terms "fixed" and varied". By fixed, does Applicant mean that data points are taken for 

Aacid value vs gloss for different values of Aacid value but where the weight ratio is the same? 
By extension of this inference, "varied" would apparently indicate that Aacid value vs gloss 

is plotted for several weight ratios at a given Aadd value- Applicant is required to explain 

better explain the method recited by these claims but should be careful not to introduce 
new matter in doing so. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patgited and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in Uie art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-1 1 and 15-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Aiford, U.S. Patent # 6,350,821 in view of Faecke et al., U.S. patent # 
6,891,012 or Mpensetal., U.S. patent # 6,635,721 , or Blatter etal., U.S. patent* 
6,261 ,690, or Kaplan et al., EP 664325. 

Aiford discloses the preparation (column 1 , lines 50-67 through column 2, lines 
1-8) of a matte powder coating composition that entails dry blending together two 
carboxyl-functional polyester resins having different acid values and crosslinker, melt 
blending the dry blend to form an extrudate, and pulverizing the extrudate to provide an 
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intimate mixture of polyester and crosslinking agent in powder form. There is a 
recognition therein in the paragraph bridging columns 3 and 4 that the low gloss is a 
result of the significantly different curing rates of a polyester having a low acid number 
and one having a high acid number. The different curing rates leads to an imperfect 
coating surface that lowers gloss. Of course, the skilled artisan can infer from this 
teaching that gloss can be manipulated by selecting two or more polyester resins having 
a smaller difference in their acid numbers where higher gloss is desired and selecting 
two or more polyester resins having a larger difference in their acid numbers where 
lower gloss is desired. 

Alford does not, on the other hand, directly teach a step equivalent to step (e) of 
the claimed method nor does he contemplate using a p-hydroxyalkylamide as the 
crosslinking agent. As for the first deficiency, it seems evident that some kind of 
numerical analysis would have had to have been perfonmed to arrive at the conclusion 
that a lowering in the gloss comes as a result of using polyester resins having a wider 
discrepancy in their acid values. Indeed, a relationship between gloss and Aadd value 
would not have been at all apparent had only a single data point been recorded. It is 
only through the establishment of multiple data points that he could have reasonably 
hypothesized that the two parameters were somehow correlated. Further, a best fit 
analysis of the data is obvious so as to be able to predict what difference in acid values 
would bring about the desired level of gloss. 

As for the crosslinking agent, Alford only contemplates using epoxide functional 
crosslinking agents and, in particular, triglycidyl isocyanurate. However, Faecke et al., 
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(column 1 , lines 14-1 7) Moens et al. (column 8, lines 9-46), Blatter et al. (column 6, lines 
20-26), and Kaplan et al. (abstract) all suggest that epoxide-based crosslinking agents 
and p-hydroxyalkylamide are equivalents. That is, each of the references mention using 
either of the type disclosed by Alford or the type disclosed by Applicant in concert with a 
polyester-based powder coating composition without there being any suggestion that 
one is preferred over the other. Indeed, both types are described as conventional by 
the prior art. "It is prima facie obvious to substitute equivalents, motivated by the 
reasonable expectation that the respective species will behave in a comparable manner 
or give comparable results in comparable circumstances. In re Ruff 118 USPQ 343; In 
re Jeze/ 158 USPQ 99; the express suggestion to substitute one equivalent for another 
need not be present to render the substitution obvious. In re Font, 213 USPQ 532. 

As for claims 4, 5, 8-10, 17, and 19, first and second polymers with overlapping 
acid value ranges and in similar relative quantities are disclosed in column 3, lines 40- 
54. 

As for claim 6, insofar as Alford teaches forming a extrudate, it would be obvious 
to select resins having lower viscosities to facilitate their mixing. 

As for claim 7, the relative amounts of crosslinking agent and polyester are not 
disclosed in these terms by Alford. Nevertheless, (a) it is widely appreciated that certain 
properties of a coating composition may be adjusted by optimizing the relative quantities 
of crosslinking agent and base polymer and, hence, the number of reactive groups 
contributed by each, and (b) Alford contemplates using the composition disclosed 
therein for similar applications so this aspect Is obvious if not anticipated. "Discovering 



Application/Control Number: 10/751,052 



Page 6 



Art Unit: 1712 

an optimum value of a result effective variable involves only routine skill in the art." In re 
8oesc/7, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 



Claims 10 and 20 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Alford does not even suggest 
that equal amounts of the polyesters having different acid values might be employed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. ZImmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272^1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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